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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicants' submission filed on 
December 8, 2009 has been entered. 

Response to Amendment 

This Office Action is in response to the RCE filed on December 8, 2009. After 
entry of the RCE, claims 1-2, 7 and 9 are currently pending in this application. 

Applicants' amendment to claim 1 , filed December 8, 2009, page 2, by deleting 
the recitation of "no more than 140,000/0.5 ml" has overcome the 1 12-first paragraph 
rejection as presented previously. Therefore, said rejection is hereby withdrawn. 

Applicants' amendment to claim 1 , filed December 8, 2009, page 2, by inserting 
the recitation of "wherein an average particle diameter of the particles of the fumed 
silica is in a range of 5 nm to 20 nm" has overcome the rejection using Pasqualoni et al. 
(2003/0104770) and Tamai et al. as the primary references. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Application Publication No. 2004/015050 to Pasqualoni et al. in view of 
U.S. Patent No. 6,248,144 to Tamai et al. and further in view of U.S. Patent Application 
Publication No. 2004/0127047 to Yamada et al. 

Pasqualoni et al. teach a polishing composition comprising 10 weight percent 
fumed silica (i.e. is to be noted that this is a preferred amount), an acidic component, 
and a basic component (i.e. ammonium hydroxide) (Abstract; [0024]-[0025]). With 
reference to coarse particles, Pasqualoni et al. disclose a large particle count of 
preferably about 25 to about 150,000 particles having a particle size greater than about 
0.5m in about 30 uL (i.e. about 416 particle to 250,000 particles per 0.5 ml) (Abstract; 
[0024]). Additionally, the reference discloses the use of fumed silica in a concentration 
of about 4% to about 10% ([0025]). Furthermore, the reference discloses that in order 
to further enhance the chemical activity of the composition, additionally chemicals may 
be added such as surfactants, corrosion inhibitors, stabilizing agents such as potassium 
hydroxide, and acids such as sulfuric acids ([0037]-[0044]). 
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It is to be noted that the reference teaches an overlapping range of particle count 
for large particles (i.e. coarse particles) with the ones instantly claimed, and overlapping 
ranges have been held to establish prima facie obviousness. MPEP 2144.05. 

Although Pasqualoni et al., in paragraph [0035], may appear to disclose the use 
of an oxidizer, it is to be noted that the use of said compound is made optional by 
clearly stating that "The slurry composition of the present invention may further 
comprise an oxidizer". 

This reference is silent as to the bulk density of the fumed silica and the 
processing conditions used to make the slurry. Additionally, this reference does not 
expressly and/or literally disclose an average particle size for the fumed silica particles. 

With respect to the bulk density, this is obvious motivated by the fact that the 
Tamai et al. teach beneficial reasons to make a polishing composition by using fumed 
silica with their claimed bulk density of at least 70 g/L (column 4, lines 7-23). 

Although Pasqualoni et al. may not expressly and/or literally disclose an average 
particle diameter of the particles of fumed silica, the reference clearly discloses the use 
of fumed silica as abrasive particles. An average particle size for fumed silica as that 
claimed instantly or an overlapping range such as 5 to 30 nm would have been obvious 
to a person ordinary skill in the art motivated by the fact that smaller particle sizes such 
as 5-30 nm are known to prevent an increase in haze and prevent an occurrence of 
scratches during polishing as that shown and evidenced by Yamada et al. ([0007], 
[0027]). It should be noted that the disclosure of Pasqualoni et al. on the count of large 
particle size clearly shows that the reference is aiming at obtaining small particle sizes. 
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With respect to the process limitations (i.e., mixing an alkali aqueous solution 
with an acidic solution, as is apparent from the claims, Pasqualoni et al. clearly teaches 
these, however, assuming arguendo, applicants use process limitations to define the 
product and "product-by- process" claims do not patentably distinguish the product even 
though made by a different process. In re Thorpe 227 USPQ 964. 

Assuming arguendo about the limitations "alkali solution" and "acidic solution', it 
is to be noted that the primary reference uses both an acid and a base in the 
composition, and although not designated as both being "solutions", this is immaterial 
because the composition will still contain an acid, base and water, irrespective of the 
acid and base being initially in solution or not. Thus, the burden is shifted to Applicants 
to establish why the reference fails to read on the above limitations or the final polishing 
composition. 



Response to Arguments 

Applicants' arguments with respect to claims 1-2, 7 and 9 have been considered 
but are moot in view of the new ground(s) of rejection. 

Nevertheless, since the two Pasqualoni et al. references are similar, the following 
argument drawn to Pasqualoni et al. (2003/0104770) is being addresses: 

Applicants have argued that argued that Pasqualoni et al. (2003/0104770) do not 
disclose the coarse particle count as instantly claimed in the amended claims, and that 
the count disclosed by said reference is much larger than the one claimed. 
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The Examiner, respectfully, submits that while Pasqualoni et al. may not 
expressly disclose a range of count of coarse (i.e. large) particles which would 
sufficiently anticipated the claimed range (i.e. 66, 595/0. 5ml to 1 12,453/0. 5ml), the 
reference clearly discloses an overlapping range of count of large particles which is 
"less than about" 150,000 particle having a particle size of greater than 0.5micron in 30 
uL (i.e. 250,000 in 0.5ml). 

With reference to the currently used Pasqualoni et al. reference (i.e. 
2004/015050), said reference, also, discloses an overlapping range of particle size by 
disclosing that a large particle count of about 25 to about 150,000 particles having a 
particle size greater than about 0.5m in about 30 uL (i.e. about 416 particle to 250,000 
particles per 0.5 ml). Overlapping ranges have been held to establish prima facie 
obviousness. Therefore, even though the reference may not disclose a particle size in 
terms of large particle size count which would sufficiently anticipate the claimed range, 
the reference clearly discloses an overlapping range. 

Furthermore, with reference to criticality, Applicants have argued that using the 
claimed composition, the fumed silica is prevented from being agglomerated and reduce 
and/or prevent polishing flaws in a semiconductor device due to criticality of the 
maximum amount of coarse particles, and additionally, Applicants refer to certain 
paragraphs (namely, [0017], [0025], [0083]). 
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The Examiner, respectfully, submits that said paragraphs do not discuss the 
critical ity of the maximum amount of coarse particles; therefore, they are not taken to 
provide critical evidence or data for the amount of coarse particles. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to PEGAH PARVINI whose telephone number is (571)272-2639. The examiner can normally be reached on Monday to 
Friday 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo 
can be reached on 571-272-1233. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pegah Parvini/ 
Examiner, Art Unit 1793 



/Anthony J Green/ 

Primary Examiner, Art Unit 1793 



